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DETAILED ACTION 

1 . It is noted that the amendment to claim 14, line 3 had been previously made in the 6- 
6-05 amendment. 

Claim Language Interpretation 

2. With regard to claim 17, see page 4, lines 15-18 and page 5, lines 9-24 of the 
specification. "Medicaments" and "medicament composition" are interpreted in light of page 4, 
line 32- page 5, line 1, page 6, lines 24-28, and page 10, line 17-page 12, line 32. "Porous" is 
defined as set forth on page 6, line 34-page 7, line 2. "Effective amount" is defined as set forth 
on page 6, lines 13-17. "A pattern of a matrix of discrete segments" is interpreted in light of 
page 13, line 23-page 14, line 26 and page 16, line 24-page 17, line 6. Since "adjacent" has not 
been specifically defined, the broadest common, i.e. dictionary, definition will be used. The 
dictionary defines "adjacent" as "Close to, lying near", i.e. don't have to touch. The terminology 
"close to" and "lying near" is considered relative absent recitation of specific dimensions. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

4. Claims 14-16, 18, 20-22 and 44 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hayford '998. 

With regard to claims 14, 15, 21-22 and 44, see Claim Language Interpretation section 
supra, the Figures, col. 1, lines 4-6, col. 3, lines 69 et seq, col. 4, lines 10-26, i.e. the topsheet is 



Application/Control Number: 09/990,697 Page 3 

Art Unit: 3761 

2, the absorbent material is 1, the backsheet is 5, an effective amount is disclosed at col. 2, lines 
64 et seq, a medicinal composition is 3, 4 and 6 or just 3 and 4 and disclosed at col. 2, lines 39- 
60, the discrete segments are 4, a pattern is disclosed at col. 4, lines 30-36, i.e. "a portion of, 
Figure 1 and 4, i.e. an array, and col. 2, lines 26-29, i.e. clusters, the volume of each discrete 
segment is disclosed at col. 2, lines 17-25(the volume of a sphere is 4/3Ii(r cubed)), i.e. 3 
picoliters to 400 or to 200 nanoliters is equal to .000003-4 or -2 cubed mm and a capsule having 
a diameter of 200 microns has a volume of about .004 cubed mm. The medicament composition 
is "adjacent and in contact" with the porous material, see Claim Language Interpretation section 
supra and Response to Arguments section infra. 

With regard to claim 16, see Figure 1, the spheres 4 stick out of matrix 6, i.e. extend 
above the surface of the matrix and the portions sticking out are "substantially" semi-spherical in 
cross section, see also col. 2, line 18. 

With regard to claim 18, see again col. 4, lines 30-36, i.e. "a portion of and col. 2, lines 
26-29, i.e. clusters. 

With regard to claim 20, the composition is claimed as including a filler. However, the 
specifics of the filler have not been disclosed. Therefore, the composition as disclosed at col. 2, 
lines 39-60 is considered to include such a "filler". 

102/103 Rejections 

5. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 
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6. Claims 17, 45-46 and 52-53 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Hayford fi 998. 

Claim 17 claims the frequency of positioning. See page 4, lines 15-18 and page 5, lines 
9-24 of the specification. It is especially noted that as disclosed this is just the number of times 
an applicator "may" fire. Therefore this claim appears to be a product by process claim, i.e. the 
claiming of the frequency of possible firing of an applicator during the manufacture of the 
claimed product. This process does not appear to provide any further structure of the article than 
that already claimed. As set forth in MPEP 21 13, it is the structure of the end product of the 
process which determines patentability not the process. Therefore, the Hayford device includes 
the same structure or obviously includes the same structure, as best understood. 

Claims 45-46, as best understood, claim the viscosity of application to the topsheet. 
Therefore these claims also appear to be product by process claims, i.e. the claiming of the 
viscosity during the manufacture of the claimed product. This process does not appear to 
provide any further structure of the article or end product other than that already claimed, i.e. the 
viscosity of the discrete segments in the end product is not claimed. As set forth in MPEP 2113, 
it is the structure of the end product of the process which determines patentability not the 
process. Therefore, the Hayford device includes the same structure or obviously includes the 
same structure, as best understood. 

Claims 52-53, as best understood, claim a medicament which is applied to the topsheet in 
a pattern which comprises the discrete segments is melted and then is allowed to cool and 
solidify. Therefore these claims also appear to be product by process claims, i.e. the claiming of 
the state of a precursor material during the manufacture of the claimed product. This process 
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does not appear to provide any further structure of the article or end product other than that 
already claimed, i.e. the specific temperature and solidity of the discrete segments in the end 
product are not claimed. As set forth in MPEP 21 13, it is the structure of the end product of the 
process which determines patentability not the process. Therefore, the Hayford device includes 
the same structure or obviously includes the same structure, as best understood, see, e.g., col. 5, 
lines 8-33. 

Claim Rejections - 35 USC § 103 

7. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hayford c 998 
in view of Vega 6 209 and Krzysik PCT 4 500. 

Applicant claims the discrete segments located in a specific pattern not taught by 
Applicant claims the discrete segments located in a specific pattern not taught by Hayford. 
Hayford only discloses application to a portion, e.g. clusters, an array, or the entire surface. 
However see Vega '209 at col. 29, lines 7-8 and col. 31, lines 19-32 and Krzysik at page 20, 
lines 19-29, i.e. interchangeability of a portion or the entire surface for the specific pattern as 
claimed. Therefore, to make the surface portion including segments 4 of Hayford the claimed 
specific pattern instead would be obvious to one of ordinary skill in the art in view of the 
interchangeability as taught by Vega and Krzysik. 

Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
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Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

9. Claims 14-18, 20-22, 44-46 and 52-53 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 12-17 
and 20-23 of copending Application No. 09/990,686(2003/0106605). Although the conflicting 
claims are not identical, they are not patentably distinct from each other because since the instant 
application has an effective filing date earlier than '686 but there was no administrative delay 
and Applicants could have avoided separate filings, the one way or In re Vogel test applies, i.e. 
are the claims of the instant application obvious in view of the claims of the '686 application. 
The answer is yes. With regard to claims 14-16, 18, 21-22 and 44, see claims 12-17 and 20-23 
of the '686 application, as now amended and as best understood, and the definitions therein, e.g. 
what is considered a chemistry. Such claims teach substrates which are porous, chemistries, i.e. 
medicaments, chemistries which are discrete segments and provide skin separation, i.e. the 
substrate on which the chemistries are situated is a "topsheet", and an article which is absorbent 
and a diaper. While the absorbent material, backsheet, the position of the sheets and "an 
effective amount" are not explicitly claimed, it is well known in the absorbent article art that 
absorbent articles like diapers include a topsheet and a backsheet with an absorbent layer 
therebetween. Furthermore, it is well known to provide medicaments in amounts which provide 
the desired effect, i.e. the "effective amount". Thus to employ the layers and position them as 
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claimed as well as an effective amount of the medicament chemistry on the device of the '686 
claims would be obvious to one of ordinary skill in the art in view of the recognition that the 
layers and positioning thereof are well known in diapers and the desire of the 6 686 claims to 
include a diaper and obvious in view of the recognition that a certain amount of the chemistry is 
require to be effective and the desire of the '686 claims to provide an effect with the chemistry. 
With regard to the limitations of the instant claims which are now broader than those claimed by 
the '686 claims, e.g. the volume, once an applicant has received a patent for a species on a more 
specific embodiment which would be the case if the '686 issued, he(she) is not entitled to a 
patent for the generic or broader invention. This is because the more specific anticipates the 
broader. See In re Goodman, supra. With regard to claims 17, 20, 45-46 and 52-53, see 
discussion supra in paragraphs 9 and 11, which rationales are repeated here. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

10. Claim 19 is provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 12-17 and 20-23 of 
copending Application No. 09/990, 686(2003/01066605) in view of Vega '209 and Krzysik 
'500. See discussion in paragraph 12 supra and claim 18 of '686. Also note col. 30, lines 40-41 
of Vega. Therefore to make the selective application, i.e. a portion, of the '686 claims the 
specific claimed pattern instead would be obvious to one of ordinary skill in the art in view of the 
interchangeability as taught by Vega and Krzysik. 

This is a provisional obviousness-type double patenting rejection. 
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Common Ownership 

1 1 . Claims 14-22, 44-46 and 52-53 directed to an invention not patentably distinct from 
claims 12-17 and 20-23 of commonly assigned 09/990,686(2003/0106605). Specifically, see the 
double patenting rejections supra. 

12. The U.S. Patent and Trademark Office normally will not institute an interference 
between applications or a patent and an application of common ownership (see MPEP § 2302). 
Commonly assigned 09/990,686(2003/0106605), discussed above, would form the basis for a 
rejection of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as 
prior art under 35 U.S.C. 102(f) or (g) and the conflicting inventions were not commonly owned 
at the time the invention in this application was made. In order for the examiner to resolve this 
issue, the assignee is required under 35 U.S.C. 103(c) and 37 CFR 1 .78(c) to either show that the 
conflicting inventions were commonly owned at the time the invention in this application was 
made or to name the prior inventor of the conflicting subject matter. Failure to comply with this 
requirement will result in a holding of abandonment of the application. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
filed on or after November 29, 1999. 

13. The statement of common ownership filed 10-7-05 has been noted but is still 
insufficient to remove the issue of common ownership as it identifies "at the time of the 
invention" as being that of 990,660 not that as set forth supra nor as set forth in MPEP 



Application/Control Number: 09/990,697 Page 9 

Art Unit: 3761 

706.02(1)(2)(II). Applicant's remarks with regard to the double patenting rejection filed 10-7-05 
have been noted. 



Response to Arguments 

14. Applicant's remarks with regard to the issue of common ownership and the 
provisional double patenting rejection have been noted supra. Applicant's remarks with regard 
to the prior art rejections have been considered but are deemed not persuasive in that such 
remarks are narrower than the claim language and the teachings of the prior art. Specifically, 
Applicant argues that the capsule wall contacts the porous material but such capsule wall does 
not constitute part of the "medicinal composition". However the description of "medicinal 
compositions" as described on page 10, line 17-page 12, line 32 does not preclude the capsule 
wall from being part of the composition. The compositions as described clearly may include 
more than the skin health benefit agent, e.g., stabilizers, modifiers and agents of materials similar 
to those of the capsules described by Hayford at, e.g., col. 3, lines 21-27, and may be high 
viscosity liquids, emulsion, gels, semi-solids or solids, see col. 3, lines 32-46. The description 
does not preclude encapsulation of the skin health benefit agent, i.e. do not require that the 
components of the medical composition other than the skin health benefit agent be integral rather 
than discrete. The claims do not require the skin health benefit agent be directly in contact with 
the porous material or when such is directly in contact with the porous material. It is noted that 
the baby oil formulation, i.e. the skin health benefit agent, of Hayward does directly contact the 
porous material upon rupture of the capsules. 
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Conclusion 

15. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any new grounds of rejection were necessitated by the language added to claim 14. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karin M. Reichle whose telephone number is (571) 272-4936. 
The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tanya Zalukaeva can be reached on (571) 272-1 115. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Karin M. Reichle 
Primary Examiner 
Art Unit 3761 

KMR 

December 12, 2005 



